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Qpi nion by Quinn, Admnistrative Trademark Judge:

An application was filed by D anond Grl Corporation
to register the mark DIAMOND G RL (“G RL” disclainmed) for
“skin lotions and creans; body soaps sold in specialty
stores featuring personal care products, nanely, beauty
shops, beauty supply stores and cosnetic and toiletry

stores.”?!

! Application Serial No. 78194018, filed December 12, 2002,

based, under Section 1(b) of the Tradenmark Act, on an allegation
of a bona fide intention to use the mark in commerce, and, under
Section 44(d) of the Trademark Act, on a claimof priority based
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The trademark exam ning attorney refused registration
under Section 2(d) of the Trademark Act on the ground that
applicant’s mark, when applied to applicant’s goods, so
resenbles the previously registered mark DIAMOND G RL for
“f oot wear and cl ot hing; nanely, sweatshirts, T-shirts,
shirts, blouses, body suits, underwear, pajanmas, robes,
pants, skirts, dresses, jackets, coats, suspenders, belts,

gl oves, hats, sun visors and head bands”?

as to be likely to
cause confusi on.

When the refusal was made final, applicant appeal ed.
Applicant and the exam ning attorney filed briefs. An oral
heari ng was not request ed.

The exam ning attorney highlights the fact that the
i nvol ved marks are identical, and argues that the marks
convey identical commercial inpressions. According to the
exam ning attorney, the goods are also related. In this
connection, the examning attorney relies upon third-party
registrations to show that cosnetics and clothing often
emanate fromthe sane source under the sane mark and are

offered in the same channels of trade. The exam ni ng

attorney, while acknowl edging the limtation in applicant’s

upon a foreign application (later maturing i nto Canadi an
Regi strati on No. TMA607239).
2 Registration No. 1893486, issued May 9, 1995; renewed.
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identification of goods, notes that registrant’s
identification of goods does not include any limtations:
“Since the identification of the registrant’s goods is very
broad, it is also presuned that the registration
enconpasses all goods of the type described, including
those in the applicant’s nore specific identification, that
they nmove in all normal channels of trade and that they are
available to all potential custoners including those who
visit beauty shops, beauty supply stores and cosnetic and
toiletry stores.” (Brief, unnunbered p. 4). Lastly, the
exam ning attorney asserts that any doubt nust be resol ved
in registrant’s favor.

Applicant contends that it has narrowed the
identification of goods in the involved application to very
specific trade channels, and that beauty shops, beauty
supply stores, and cosnetic and toiletry stores are not
outl ets where clothing and footwear are sold, thereby
avoi ding likelihood of confusion with registrant’s nmark.

In addressing the exam ning attorney’s third-party

regi stration evidence, applicant states that it is not
seeking a registration for retail store services. Further,
appl i cant argues, although departnent stores and the |ike
sell both clothing and skin and hand care products,

applicant’s identification of goods excludes trade channels
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that correspond to clothing and footwear. Applicant
asserts, in any event, that the goods are neither rel ated
nor conpl enmentary, pointing out that “one does not purchase
special creans, |lotions or bath soaps to go with a
particular pair of shoes or a particular itemof clothing.”
(Brief, p. 7). Wth respect to the marks, applicant states
that both “DIAMOND’ and “G RL” are weak terns, and, in this
connection, applicant relies upon many registrations of

DI AMOND- f ormati ve marks registered for clothing in Cass 25
and for cosnetics in Cass 3. Applicant al so argues that
the marks convey different nmeani ngs and comrerci al

i npressions; applicant’s mark “gives the inpression of
panperi ng, such as where a girl deserves the best,” whereas
registrant’s mark “gives the inpression of sparkled
material.” Id.

Qur determnation of the issue of |ikelihood of
confusion is based on an analysis of all of the probative
facts in evidence that are relevant to the factors set
forthinlnre E. 1. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also: In re Majestic
Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQ@d 1201
(Fed. Cr. 2003). 1In any likelihood of confusion analysis,
two key considerations are the simlarities between the

mar ks and the simlarities between the goods and/ or
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services. See Federated Foods, Inc. v. Fort Howard Paper
Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See also: In
re Dixie Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531
(Fed. Cr. 1997).

The marks are identical. They sound the sanme and they
| ook the sanme. Contrary to applicant’s contentions, we
find that the marks have simlar nmeani ngs when applied to
the respective goods of applicant and registrant. Despite
the fact that the marks are used with different goods, they
still convey the sanme nmeani ng and engender the sane overal
comercial inmpression.® Cf. In re British Bulldog, Ltd.,
224 USPQ 854 (TTAB 1984)[ PLAYERS, when applied to shoes and
men’ s underwear, has different connotations].

Al t hough we have considered the third-party
regi strations of DI AMOND-formative marks, this evidence is
of limted probative value. The registrations are not
evi dence of use of the marks shown therein and they are not
proof that consuners are famliar with such marks so as to
be accustoned to the existence of simlar marks in the

mar ket pl ace. Smith Bros. Mg. Co. v. Stone Mg. Co., 476

® W take judicial notice of the dictionary listing of “dianond.”
The word neans, anmong other things, “sonething that resenbles a
di anond (as in value, rarity, or brilliance).” Wbster’'s Third
New I nternational Dictionary (unabridged ed. 1993). Both marks
convey a classy and upscal e i nage.
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F.2d 1004, 177 USPQ 462 (CCPA 1973); and R chardson-Vi cks,
Inc. v. Franklin Mnt Corp., 216 USPQ 989 (TTAB 1982).

Any value that these registrations have to the
I'i kel i hood of confusion analysis is limted to their
showi ng, as in the case of a dictionary listing, the sense
in which the term*“Di anond” is enployed in the | anguage.
Specialty Brands, Inc. v. Coffee Bean Distributors, Inc.,
748 F.2d 669, 223 USPQ 1281, 1285-86 (Fed. GCr. 1984). In
this case, the registrations show that the term “ DI AMOND’
has in the past appealed to others in the clothing and
cosnetics field as an appropriate designation for a mark or
part of a mark to convey an upscale inage. Red Carpet
Corp. v. Johnstown American Enterprises, Inc., 7 USPQd
1404, 1406 (TTAB 1988).

The justification of consideration of third-party
registrations is that the presence in marks of conmon
el enents extensively adopted by others, unrelated as to
source, may cause purchasers to not rely upon such el enents
as source indicators but to ook to other elenents as a
means of distinguishing the source of the goods. The
overriding problemw th applicant’s position is that the
present case involves identical marks, and therefore there
is no additional elenment in either mark which m ght serve

to distinguish them The record is devoid of any third-
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party registrations of the mark DIAMOND G RL; the only
registration is the one cited by the exam ning attorney.

| nasmuch as there is only one registration of the mark

DI AMOND G RL, and the record does not include any third-
party uses of the mark, we find the cited mark to be
arbitrary and strong for clothing and footwear. This
finding, coupled with the identity between the marks,

wei ghs heavily in favor of affirmance of the |ikelihood of
confusion refusal.

Wth respect to the goods, as pointed out by the
exam ni ng attorney, where identical marks are involved, as
is the case here, the degree of simlarity between
applicant’s and registrant’s goods that is required to
support a finding of |ikelihood of confusionis less. 1In
re Shell Gl Co., 992 F.2d 1204, 26 USPQR2d 1687, 1688-89
(Fed. Cr. 1993); and In re Qous One Inc., 60 USPQ2d 1812
(TTAB 2001) .

Turning to the goods, we must base our conparison on
the identifications in the application and the cited
registration. In re Shell Ol Co., supra at 1690, n. 4.

It is not necessary that the respective goods be simlar or
conpetitive, or even that they nove in the sane channel s of
trade to support a holding of likelihood of confusion. It

is sufficient that the respective goods are related in sone
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manner, and/or that the conditions and activities
surroundi ng the marketing of the goods are such that they
woul d or could be encountered by the sane persons under
circunstances that could, because of the simlarity of the
marks, give rise to the m staken belief that they originate
fromthe same producer. 1In re International Tel ephone &
Tel egraph Corp., 197 USPQ 910, 911 (TTAB 1978).

W note, at the outset of conparing the goods, that
“whi | e confusion has been held likely in a nunber of
cases....involving cosnetic or toiletry products on the one
hand and various itens of clothing on the other, there is
of course no per se rule that there is a |ikelihood of
confusion when the sane or simlar mark is applied to these
respective goods.” In re Jacques Bernier Inc., 1 USPQd
1924, 1925 (TTAB 1987).

The exam ning attorney has made of record a nunber of
third-party registrations that show entities have
registered a single mark for clothing and cosnetics. See,
e.g., Registration No. 2567211 (NATURE S HEALI NG PRODUCTS
for skin care products and clothing); Registration No.
2814691 (ZI NKA for non-nedi cated skin care preparations and
clothing); Registration No. 2413643 (JOBH for creans and
| otions and clothing); and Registration No. 2515615 (PUA

for cosnetics and skin care products and cl ot hi ng).
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Third-party registrations that individually cover
different itens and that are based on use in commerce serve
to suggest that the listed goods and/or services are of a
type that may emanate froma single source. See Inre
Al bert Trostel & Sons Co., 29 USPQ2d 1783 (TTAB 1993); and
In re Mucky Duck Mustard Co. Inc., 6 USPQR2d 1467 (TTAB
1988).

In view of the third-party registrations, it is
reasonabl e to conclude that clothing and cosnetics are
commercially related. Further, the evidence suggests that
consuners have been exposed to cosnetics and cl ot hing
emanating fromthe sanme source under the sane mark

The crux of the refusal herein centers on whether or
not the limtation pertaining to trade channels as
reflected in applicant’s identification of goods (“sold in
specialty stores featuring personal care products, nanely,
beauty shops, beauty supply stores and cosnetic and
toiletry stores”) is sufficient to avoid a |ikelihood of
confusion with registrant’s identical mark for clothing.

Al though the Iimtation nmakes this a closer case, we find
that the record establishes a |ikelihood of confusion.

Gven the [imtation in applicant’s identification of
goods, we agree with applicant that its cosnetics are sold

in different trade channels than are registrant’s clothing



Ser No. 78194018

and footwear. W are not persuaded by the exam ni ng
attorney’s argunent that, because registrant’s
identification of goods is not limted as to trade
channel s, the clothing and footwear could be sold in the
sane channels of trade as applicant’s cosnetics. Wthout
evi dence in support of this contention, we sinply cannot
accept the examning attorney’s statenent that clothing is
presuned to be sold in beauty shops, beauty supply stores
and cosnetic and toiletry stores. Wile the exam ning
attorney has relied on third-party registrations of marks
for retail store services featuring, anong other things,
clothing and cosnetics, there is no evidence to suggest
that the types of retail stores referred to in these
registrations are the types of personal care specialty
stores in which applicant’s products, as identified in the
application, could be sold.* There sinply is no evidence to
show this to be true. The difference in trade channels
wei ghs in favor of applicant’s position.

The fact that applicant’s cosnetics may be sold only

in personal care specialty stores, however, is insufficient

* Gven the range of goods featured in sone of the retail store
services (see, e.g., Registration No. 2710538 that lists retai
store services featuring not only clothing and cosnetics, but

al so | eat her bags, eyewear, and jewelry), it is reasonable to say
that these retail stores are not beauty shops, beauty supply
stores, or cosnetic and toiletry stores.

10
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to distinguish source when the goods are sold under
identical nmarks. See In re Peebles Inc., 23 USPQRd 1795
(TTAB 1992)[Ii kel i hood of confusion found between
MOUNTAI NHI GH 1 for coats sold in applicant’s store and
MOUNTAIN HHGH for retail outlet services for canping and
mount ai n clinbing equi pment]. Purchasers who shop in
personal care specialty stores also shop in retail outlets
where clothing is sold. A consunmer who is famliar with
DI AMOND G RL brand clothing that she buys at a retai
apparel store at the mall, and who then goes into a
cosnetics specialty store and encounters DI AMOND G RL brand
skin lotions, creans and body soaps, likely will believe
that the goods originate fromthe sane source. 1In the
past, the Board has found |ikelihood of confusion when the
identical mark is applied to itens of clothing and
cosnetics. See In re Barbizon International, Inc., 217
USPQ 735 (TTAB 1983)[ BARBI ZON--“[ T] he fact that goods are
not sold together or through the sane outlets does not
matter, especially where identical marks are invol ved, if
they are shown to be related in sone manner and coul d be
encountered by the sane persons under conditions that m ght
suggest a common origin.”]; and In re Cosnetically Yours,
Inc., 171 USPQ 563 (TTAB 1971)[ DATE MATES] and cases cited

t her ei n.

11
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I nsofar as the classes of purchasers are concerned,
there is an overlap. It is clear that both clothing and
cosnetics are bought by the sanme purchasers, nanely,
ordi nary consuners. Although the record is silent on the
cost of the respective goods, we nust assune that the
clothing and cosnetics nay be at any price point. 1In the
case of relatively inexpensive clothing and cosnetics,
consuners nmay be expected to exercise nothing nore than
ordinary care in their purchasing decisions.

We concl ude that consuners famliar with registrant’s
clothing and footwear sold under its mark DI AMOND G RL
woul d be likely to believe, upon encountering applicant’s
mark DIAMOND G RL for skin |lotions and creans, and body
soaps sold in specialty stores featuring personal care
products, nanely, beauty shops, beauty supply stores and
cosnetic and toiletry stores, that the goods originate with
or are sonmehow associated with or sponsored by the sane
entity.

Lastly, to the extent that any of the points raised by
applicant raise a doubt about |ikelihood of confusion, that
doubt is required to be resolved in favor of the prior
registrant. 1In re Hyper Shoppes (Chio), Inc., supra; and
In re Martin s Fanous Pastry Shoppe, Inc., 748 F.2d 1565,

223 USPQ 1289 (Fed. Gir. 1984).

12
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Decision: The refusal to register is affirned.
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